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Disposition of Clainfis 

4) K Claim(s)li/7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim{s) is/are allowed. 

6) S Claim(s)lil7 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)IEI Acknowledgment is made of a claim for foreign priority under 35 U.S.C, § 119(a)-(d) or (0- 
a)IEI All b)n Some * 0)0 None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) K Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) D Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Inten/iew Summary (PTO-413) 
Paper No(s)/Mail Date. . 



5) 
6) 



Notice of Informal Patent Application (PTO-152) 
Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper No./Mail Date 20051021 



I 



Application/Control Number: 09/805,884 Page 2 

Art Unit: 2176 

DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 8/10/2005 has been entered. 

2. Claims 1-17 are currently pending. Claims 1, 2, 6, 7, 10, 13, and 14 are independent 
claims. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bruce et al. 
("Bruce"), U.S. Patent No. 6,741,724, in view of Stinson et al. ("Stinson"), U.S. Patent No. 
6,695,204. 

Independent Claim 1 

Bruce teaches a form processing system comprising: 

a management system.,. for creating and managing a form identification dictionary for 
identifying a type o f printed form (see col. 3 lines 41-45 and col. 10 lines 1-12 "printed" 
form) (also see col. 4, lines 32-50; col. 5, lines 10-14 -> Video Coding Computer (VCC) 
performs a check to in a verification database (compare with 'form identification dictionary"')) to 
identify whether the text is valid and then formats, buffers, and ultimately stores the newly 
updated or created data in the National Change of Address (NCOA) database); and 

a plurality of form processing terminals... to process the form (see Fig. 2; col. 2, lines 44- 
50; col. 4, lines 15-41 the processing terminals scans the forms, processes the images, and 
analyzes the text data (i.e. Scanner, OCR, Arbitrator)); wherein 

said management system... and said plurality of ...terminals are interconnected via 
network (see Figs. 1-4; col. 3, lines 61-65 terminals (Scanner, OCR, Arbitrator) are linked 
together with the management system (VCC, Verification database, NCOA database, and VDT) 
in a network); 

said form processing terminal upon occurrence of failure... transmits image information 
of the form to said management system of form identification dictionary (col. 2, lines 49-56; col. 
4, lines 32-34 the text data in the form of an electronic data stream is sent to a VCC along 
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with a copy of the image data from scanner and Arbitrator if the scanning error probability 
exceeds a predetermined limit); and 

said management system,,, when said image information,,. has not been registered (i.e. 
Change of Address (COA) request had not previously been registered in the NCOA 
database)... crea/e^ information for identifying the type of form,,,, stores, „{co\, 2, lines 61-64; 
col. 3, lines 19-21; col. 5, lines 10-14 VCC updates and stores newly created or revised 
information in the NCOA database). 

Bruce does not specifically teach transmitting the created information to said form 

processing terminal 

However, Stinson teaches a check reader and processor (i.e. processing terminal) 
configured to receive information about the check to be processed from the check reader, access 
the database (i.e. management system) to obtain information, and determine whether to accept or 
reject the check based on input signals for the purpose of automatic check form identification 
(see Abstract). 

Since Stinson and Bruce are both from the same field of endeavor, the purposes disclosed 
by Stinson would have been recognized in the pertinent art of Bruce. It would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to modify 
the teaching of Bruce with the teachings of Stinson to include transmitting the created 
information to said form processing terminal by input signals for the purpose of automatic form 
identification and database updating. 
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Independent Claim 2 

With respect to independent claim 2, refer to the rationale relied upon to reject 
independent claim 1 . However, Bruce does not specifically teach the system wherein when said 
image information.., has been registered.,, reads out information for identifying the type of 
form.., and transmits the read-out information to said form processing terminal. 

However, if the Change of Address information had already been registered in the NCOA 
database, it was commonly knovm to those of ordinary skill in the art that the management 
system (VCC, NCOA database, etc.) would read out the information and transmit the 
information to the form processing terminals for the purpose of informing the customer that his 
information was already updated or created and that no further processing is necessary. 

Claim 3 

Bruce further teaches a form processing system wherein said form processing terminal, 
upon occurrence of failure. ..transmits to said management system,,, the image information of the 
form together with information for supporting a work of creating the form identification 
dictionary (col. 2, lines 49-56; col. 4, lines 32-34 the text data in the form of an electronic 
data stream is sent to a VCC along with a copy of the image data from scanner and Arbitrator if 
the scanning error probability exceeds a predetermined limit). 
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Claim 4 

Bruce teaches a form processing system with respect to independent claim 1 discussed 
above, but does no.t specifically teach when said form identification dictionary,,, is updated, 
informs said plurality of form processing terminals of form,,, update information; and 

said management system,,,, upon reception of a request for use,,., distributes the form 
identification information as requested to.,, terminals. 

i 

However, Stinson teaches a check reader and processor (i.e. processing terminal) 
configured to receive information about the check to be processed from the check reader, access 
the database (i.e. management system) to obtain information, and determine whether to accept or 
reject the check based on input signals specifying updated information from the database for the 
purpose of automatic form identification (see Abstract). 

Since Stinson and Bruce are both from the same field of endeavor, the purposes disclosed 
by Stinson would have been recognized in the pertinent art of Bruce. It would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to modify 
the teaching of Bruce with the teachings of Stinson to include informing said plurality of form 
processing terminals of form... update information; and said management system..,, upon 
reception of a request for use.,., distributes the form identification information as requested 
to... terminals for the purpose of automatic form identification and database updates. 
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Claim 5 

Bruce teaches a form processing system with respect to claim 4 discussed above, but does 
not specifically teach said management system.,, comprises a manager of system fee\ and said 
manager of system fee... performs charging to said form processing terminals. 

However, Stinson teaches a processor for determining a fee to charge customer for the 
purpose of seeking monetary retribution for services rendered (see col. 13, lines 11-15). 

Since Stinson and Bruce are both from the same field of endeavor, the purposes disclosed 
by Stinson would have been recognized in the pertinent art of Bruce. It would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to modify 
the teaching of Bruce with the teachings of Stinson to include management system... comprises a 
manager of system fee\ and said manager of system fee.. .performs charging to said form 
processing terminals for the purpose of seeking monetary retribution for services rendered. 

Independent Claim 6 

Management system claim incorporates substantially similar subject matter as 
independent claim 1, and is rejected along the same rationale. 

Independent Claim 7 

Management system claim incorporates substantially similar subject matter as 
independent claim 2, and is rejected along the same rationale. 
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Claim 8 

Management system claim incorporates substantially similar subject matter as claim 4, 
and is rejected along the same rationale. 

Claim 9 

Management system claim incorporates substantially similar subject matter as claim 5, 
and is rejected along the same rationale. 

Independent Claim 10 

Form processing terminal claim incorporates substantially similar subject matter as 
independent claim 1, and is rejected along the same rationale. 

Claim 11 

Form processing terminal claim incorporates substantially similar subject matter as claim 
3, and is rejected along the same rationale. 



Claim 12 

Form processing terminal claim incorporates substantially similar subject matter as claim 
4, and is rejected along the same rationale. 
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Independent Claim 13 

Method of distributing form identification information claim incorporates substantially 
similar subject matter as independent claim 1, and is rejected along the same rationale. 

Independent Claim 14 

Method of distributing form identification information claim incorporates substantially 
similar subject matter as independent claim 2, and is rejected along the same rationale. 

Claim 15 

Method of distributing form identification information claim incorporates substantially 
similar subject matter as claim 3, and is rejected along the same rationale. 

Claim 16 

Method of distributing form identification information claim incorporates substantially 
similar subject matter as claim 4, and is rejected along the same rationale. 

Claim 17 

Method of distributing form identification information claim incorporates substantially 
similar subject matter as claim 5, and is rejected along the same rationale. 
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Response to Arguments 
6. Applicant's outstanding arguments filed 8/10/2005 have been fully considered but they 
are not persuasive. 

Applicant contends that the cited prior art, Bruce, fails to teach or suggest a "printed" 
form. Applicant bases this contention on two premises: 1) the data elements updated in Bruce 
are hand-v^itten, rather than printed, and 2) that Bruce 's "OCR software ignores the preprinted 
data on the form" (col. 4, line 27), thus teaching away from the instant invention. Examiner 
respectfully disagrees. 

Applicant's arguments zero in on only one of the two embodiments taught by Bruce. 
Examiner directs Applicant's attention to col. 10, lines 1-14 of the Bruce reference. Bruce 
teaches the alternate embodiment wherein the "forms will be printed rather than handwritten and 
thus will be much easier to scan." 

As to the specific question of "teaching away," in In re Gurley, 27 F.3d 551, 553, 31 
USPQ2d 1130, 1131 (Fed. Cir.1994) stated: 

A reference may be said to teach away when a person of ordinary skill, 
upon [examining] the reference, would be discouraged firom following the path set 
out in the reference, or would be led in a direction divergent from the path that 
was taken by the applicant. 

Clearly a skilled artisan is encouraged and taught by Bruce, at col. 10, lines 1-14, to use 
"printed" forms for ease in scanning. Moreover, the fact that Bruce teaches the option of 
ignoring the pre-printed data on the form does not necessitate ignoring the relevant "printed" 
data on said forms. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Nguyen-Ba whose telephone number is (571) 272-4094. 
The examiner can normally be reached on 11 am - 7 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Hemdon can be reached on (571) 272-4136. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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